
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 13-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



| ATTORNEY DOCKET NO. | CONFIRMATION NO. ~| 



10/535,404 



25944 



05/18/2005 



Amaud Favicr 



123956 



5998 



7590 



04/05/2006 

OLIFF & BERRIDGE, PLC 
P.O. BOX 19928 
ALEXANDRIA, VA 22320 



EXAMINER 



ART UNIT 



BERNSHTEYN, MICHAEL 

1 



PAPER NUMBER 



1713 

DATE MAILED: 04/05/2006 



] 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

10/535,404 


Applicant(s) 

FAVIER ET AL. 


Examiner 

Michael Bernshteyn 


Art Unit 

1713 





-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 
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DETAILED ACTION 

1 . This Office Action follows a response filed on January 24, 2006. Applicants have 
amended claims 16-30. 

2. Claims 16-30 are pending. 

3. This is the second non-final rejection. 

Response to Arguments 

4. Applicant's arguments see Remarks, pages 5-9, filed on January 24, 2006, with 
respect to claims 16-30 have been fully considered and are persuasive. The objection 
of claims 18, 19, 21 and 27 has been withdrawn. The claim rejection under 35 USC 
§103 has been withdrawn. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 16-30 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 16 recites: "...polymer having a molar weight". It is not clear whether it is 
number average or weight average molecular weight. Additionally, the phrase "...which 
consists in preparing polymers having a molar weight of greater than 100 000 g/mol, 
with a polydispersity index of less than 1 .2 for molar weights of less than 200 000 g/ml 
and of less than 1.4 for molar weights of greater than 200 000 g/mol, ..." is complicated 
for understanding. It is better to write the following: "...which consists in preparing 
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polymers having a polydispersity index of less than 1 .2 for number average molecular 
weight in the range 100 000 - 200 000, ..." Appropriate correction is required. 

Claim 17 recites: " number-average molar weight of greater than or equal to 
100000 g/mol". It is not clear whether it is number average molecular weight or not. 
Appropriate correction is required. 



Claim Rejections - 35 USC § 102 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

6. Claim 29 is rejected under 35 U.S.C. 102(e) as being anticipated by Klaerner et 
al. (U.S. Patent 6,716,948). 

With regard to the limitation of instant claim 29, Klaerner discloses the polymer 
comprises acrylamide-based repeat units, is at least partially water- or aqueous 
medium-soluble or water- or aqueous medium-dispersible, has a weight-average 
molecular weight at least about 75,000 and has a polydispersity index of not more 
than about 2.0. Hence, this embodiment includes linear and non-linear polymers of 
higher molecular weight that have a carefully controlled chain lengths and/or 
architecture-therefore providing a narrower range of hydrodynamic volume (col. 15, 
lines 33-41). 

7. Claim 30 is rejected under 35 U.S.C. 103(a) as being unpatentable over Klaerner 
et al. (U.S. Patent 6,716,948) in view of Takaki et al. (US Patent 6,359,093). 

With regard to the limitation of instant claim 30, Klaerner does not disclose that 
the polymer is an N-acryloylmorpholine homopolymer. 
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With regard to the limitation of instant claim 30, Takaki discloses that the 
examples of unsatuturated carboxylic acid amid compound include acrylamide, 
methacrylamide, N-acryloylmorpholine, etc. (col. 21 line 66 through col. 22, line 17). 

Therefore, these compounds belong to the same class of acrylamide; they are 
functional equivalent and can be substituted with each other. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to employ and monomer acryloylmorpholine as 
functional equivalent of acrylamide as taught by Takaki in Klaerner's controlled- 
architecture polymer in order to obtain polymers with low polydispersity. 

Thus, the combination of Klaerner and Takaki renders the instant claims prima 
facie obvious absent evidence of unexpected results commensurate in scope to the 
claims. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Bernshteyn whose telephone number is 571- 
272-241 1. The examiner can normally be reached on M-F 8-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on 571-272-1 114. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Michael Bernshteyn 
Patent Examiner 
Art Unit 1713 
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